
% United States Rvtent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Addies?: COMMISSIONER FOR PATENTS 
P.O. Boa 1450 

Alexandria, Vnginia 22313-1450 
www.uipto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



□ 



09/185,318 



U/03/1998 



W. MONTY REICHERT 



2978.1 US 



5269 



7590 09/23/2003 

ALLEN C TURNER 
TRASK BRITT & ROSSA 
P O BOX 2550 

SALT LAKE CITY, UT 84110 



EXAMINER 



CHIN, CHRISTOPHER L 



ART UNIT 



PAPER NUMBER 



1641 

DATE MAILED: 09/23/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 
09/185,318 



Applicant(s) 



Reichert et al 



Examiner 



Chris Chin 



Art Unit 

1641 



— The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136 (a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the 
mailing date of this communication. 

- If the period for reply specified above is less than thirty (30} days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )K Responsive to communication(s) filed on Jul 3, 2003 

2a) □ This action is FINAL. 2b) Ix) This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1; 453 O.G. 213. 

Disposition of Claims 

4) K Claim(s) 25-34 is/are pending in the application. 



4a) Of the above, claim(s) 30-34 
5)D Claim(s) 



6) 53 Claim(s) 25-29 

7) D Claim(s) 



is/are withdrawn from consideratio 

is/are allowed. 

is/are rejected. 

is/are objected to. 



8)53 Claims 25-34 



are subject to restriction and/or election requirement 



Application Papers 

9)Q The specification is objected to by the Examiner. 



1 0)D The drawing(s) filed on 



is/are aO accepted or tfi] objected to by the Examiner. 



Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: iD approved fcfi] disapproved by the Examine 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some* c)D None of: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 
a)D The translation of the foreign language provisional application has been received. 

15) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 

Attachment(s) 

1) D Notice of References Cited (PTO-892) 4) D Interview Summary (PT0-413) Paper No(s). 

2) D Notice of Draftsperson's Patent Drawing Review (PTO-9481 5) D Notice of Informal Patent Application (PTO-152) 

3) O Information Disclosure Statement(s) (PTO-1449) Paper No(s). 6) Q Other: 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 04-01 ) 



Office Action Summary 



Part of Paper No. 22 
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DETAILED ACTION 

Continued Examination Under 37 CFR LI 14 

1. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 37 
CFR 1.114. Applicant's submission filed on 6/10/03 has been entered. 

Claim Rejections - 35 U.S.C. § 112 

2. Claims 25-29 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

The specification, as originally filed, does not provide support for the limitation added to 
claim 25, specifically "site-specifically to substantially all regions of the at least one surface 
having a base coating thereon, the base coating being located only on portions of the at least one 
surface 77 . The third fuii paragraph on page 5 of the ancr final mrieiidmeiit filed on June 10, 2003 
indicated that support for the limitation added to claim 25 can be found on page 23, lines 6-1 1, of 
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the originally filed specification. However, this is not the case. The page and line cited by 
Applicants does not provide support for this limitation. 

3. Claims 26 and 27 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant regards 
as the invention. 

Claims 26 and 27 are confusing. Claim 25 now recites a "base coating" on the waveguide 
surface for attachment of the oligonucleotides. The function of the "first coating" in claims 26 
and 27 is not clear in view of the presence of the "base coating". 

4. The previous art rejections are withdrawn in view of the new limitation added to claim 
25. However, if support cannot be shown for this new limitation in the originally filed 
specification to obviate the above new matter rejection, this limitation should be withdrawn from 
claim 25. And the previous art rejections of record will be reinstated for claims 25-29. 

Conclusion 

5. Any inquiry concerning this communication or earlier communications from the examiner 

aliuuiu oe uucclcu iu \^niis v^mn vvnusc icicpnunc liuiiiuci' ia \tv-Jj juo-j77i. xilC examiner Can 

normally be reached on Monday-Thursday from 10:00 am to 7:30 pm. The examiner can also be 
reached on alternate Fridays. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Long Le, can be reached on (703) 305-3399. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0196. 



cchin/cc 



September 22, 2003 




CHRISTOPHER L. CHIN 
PRIMARY EXAMINER 

group j«ee^ 



